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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 08 October 2008 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-3 and 5-9 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-3 and 5-9 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1) D Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 
Paper No(s)/Mail Date 8/22/08 . 6) □ Other: . 
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Office Action Summary 
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DETAILED ACTION 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1-3 and 5-9 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over USP 4105474 to Nakasugi et al. 



Nakasugi discloses the features including the claimed steel pipe composition 
(col. 5, lines 45-55 and col. 7, lines 32-59) and TiN size (abstract and col. 2, lines 62- 
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68). Therefore, when prior art compounds essentially "bracketing" the claimed 
compounds in structural similarity are all known, one of ordinary skill in the art would 
clearly be motivated to make those claimed compounds in searching for new products 
in the expectation that compounds similar in structure will have similar properties. In re 
Gyurik, 596 F.2d 1012, 1018, 201 USPQ 552, 557 (CCPA 1979); See In re May, 574 
F.2d 1 082, 1 094, 1 97 USPQ 601 , 61 1 (CCPA 1 978) and In re Hoch, 57 CCPA 1 292, 
1296, 428 F.2d 1341, 1344, 166 USPQ 406, 409 (1970). As stated in In re Peterson, 
315 F.3d 1325, 1329-30, 65 USPQ2d 1379, 1382 (Fed. Cir. 2003), that "A prima facie 
case of obviousness typically exists when the ranges of a claimed composition overlap 
the ranges disclosed in the prior art". Therefore, it would have been obvious to one of 
ordinary skill in the art to select any portion of range, including the claimed range, from 
the broader range disclosed in a prior art reference because the prior art reference finds 
that the prior art composition in the entire disclosed range has a suitable utility. Also 
see MPEP § 2131 .03 and § 2123. 

Response to Arguments 
Applicant's arguments filed October 8, 2008 have been fully considered but they 
are not persuasive. 

ms»mum -6«e> fcut-ysi-an ciher way, t<4 < rtiy del i certain smourt of the 

it I * t 1 - 1 L , 1 r I s r K , 

Applicants argue that "spe^a^a^of«^msn(Ju^eoot»n6d!nthe^). 

But, applicants' argument is found inconsistent with teaching of Nakasugi. Applicants' 
attention is directed to col. 3, lines 47-54 attached below that TiN is not larger than 0.02 
urn. 
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Regarding the definition of TiH not larger ihm 
0,02ft, it also includes Ti and N which are present in 
solid solution in the steel and TiN which is present in 
the form of a precipitate and has a size not larger than 50 
0.02ft* Ti and H are present in solid solution in the steel 
precipitate as TiN not larger than 0.02jtx during the 
subsequent heating and effectively prevent the coarsen- 
ing of the heated y grains. In this case, according t o the 

This Srrrerpfetat t suf 'in > inq utv: 1 fvaktssugi ;m ts 
Applicants argue that " ajUanaHon. m an, 3, Boon 7.n, tha ro l rtionewp BtitwoDn ttw hc a torf y ydn cbo and " 

But, applicants interpretation is found inconsistent with Figure 1 which has shown 

heated v grain size is level off at TiN size less than 0.012 urn. Furthermore, applicants 

fail to provide factual evidence to support their position. 

Applicants contend thai there is no tectuai hasfe to coixiktcte that fefeisugi meets 
trss cfeim limitation, certainty, there is i» express limitation on the sfee of the TiN 
content thai <toas not fall within the desired range? of Nateasugi There is also no tea&s to 
infer that she cteim limitation ad inclusions of TiN are not more than 30**, Tfce-iaawtaei'- Examiner 

reiterates the responses above. 

Applicants argue that "a&sa*** ma&® «sy* wmm a&out *<> upper «rmt reg***^ tr* «wt©* of m a»?» 

But, it is immaterial because none of instant rejected claims recites concentration of 

TiN. 

The £x3?Wn«rt sRt>nt»n « ato tsreetec to a* 3, lines 47-65. Hew, Naxasugi 
te«ctws that the see Hmtetfon of net iro<« than 0.0? } i appita-; not only to TifJ in solid 
a 1 -in hut if •! pit ir of ON. T? ha tr i >!f tt t do 

not fa$i wfthin the cofto--!: drO ^ t J tin t tjnher 

Applicants argue that " s^^ti^ mattered " But, 

R yarding tl den lion >f !:> not larger than 
0.02/x, i: i!so includes Ti and N which are present in 

ft. ti n i l ,r_2, mi Ti\ - 1 , i - 
ihe form of a precte^.M.teAi!ie.»91.kiKr..ftaR » 
OAgfu Ti and Nare present in solid solution in die steel 
precipitate as TiN not larger than <i.0?.;i during the 
_ ib si n up, and effectivdv [ »t the coarsen 

applicants argument is found inconsistent with of the heated v grains, in this case, accordin g t o th e . 
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Fgire 4 i--; snorter ftxampi-:? nttcistt".? ttwf certain content cf ;hf; TIN ronton;;?! ;n 

Applicants argue that " b» stas* of ma»# <**s not meet the i***** o* net mo.« »«n o.o?^ " But, it 

is found inconsistent with Figure 4 below that invention of Nakasugi has TiN less than 
0.02 urn. 
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30 40 



Average Cooling Rate at the Central Portion of the Steel Stab 
between the Molten Steel Temperature and 1100*C CC/min) 



Applicants' argument in page 4, first paragraph of instant remarks is noted. But, 
Nakasugi clear teaches TiN not larger than 0.02 um (see col. 3, lines 45-54 and Figures 
1 and 4 above). Moreover, the instant Figure 1 fails to show claimed TiN size is critical 
or possesses unexpected result. 

Applicants' argument in paragraph bridging pages 4-5 of instant remarks is 
noted. But, applicants failed to provide factual evidence by way of 132 declaration to 
substantiate their position. 
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Applicants argue that the examples of Nakasugi failed to disclose claimed Ca. 
But examples of cited reference are for illustration not for limitation. 



Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



The above rejection relies on the reference(s) for all the teachings expressed in 
the text(s) of the references and/or one of ordinary skill in the metallurgical art would 
have reasonably understood or implied from the text(s) of the reference(s). To 
emphasize certain aspect(s) of the prior art, only specific portion(s) of the text(s) have 
been pointed out. Each reference as a whole should be reviewed in responding to the 
rejection, since other sections of the same reference and/or various combination of the 
cited references may be relied on in future rejection(s) in view of amendment(s). 

All recited limitations in the instant claims have been meet by the rejections as 
set forth above. 

Applicant is reminded that when amendment and/or revision is required, 
applicant should therefore specifically point out the support for any amendments made 
to the disclosure. See 37 C.F.R. § 1 .1 21 ; 37 C.F.R. Part §41 .37 (c)(1 )(v); MPEP 
§714.02; and MPEP §241 1 .01 (B). 



Examiner Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to S. Ip whose telephone number is (571 ) 272-1 241 . The 
examiner can normally be reached on Monday to Thursday from 5:30 A.M. to 4:00 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Roy V. King, can be reached on (571)-272-1244. 
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The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/Sikyin lp/ 

Primary Examiner, Art Unit 1793 
February 16, 2009 



